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INFORMATION DISCLOSURE STATEMENT UNDER 37 C.F.R. S1.56 

Sir: 

This Information Disclosure Statement is filed to bring to the attention of the Examiner 
two contentions raised by the alleged infringer in a recent lawsuit involving ancestors of the 
subject patent application. 

Alleged Prior Invention at Intel Corporation 

The alleged infringer contended that the activities of a group at Intel Corporation 
constitutes prior art to the patents-in-suit under 35 USC 102(g)(2). Applicants vigorously denied 
this contention, and the lawsuit has since been settled without a decision on its merits. In order to 
ensure that the record before the Patent Office is conplete. Applicants now bring the contention 
to the attention of the Examiner. 

The alleged infiringer contended that the alleged invention of Hayek U.S. Patent No. 
5,630,094, which Applicants submitted to the Examiner in an ancestor of the present patent 
application, carried a date of conception that was as early as April 1994. However, Applicants 
submit that no complete "conception" occurred until at least the filing date of the application that 

led to the Hayek patent, which was January 20, 1995. Applicants have already proven, to the 
satisfaction of the Examiner, that they reduced their own invention to practice prior to January 
1995. See the two Declarations under 37 CFR 1.131(b), both filed May 18, 1998 in ancestor U.S. 
patent application No. 08/851,666 (now U.S. patent No. 5,813,036). 

Since Applicants' invention was reduced to practice even before the Intel group had a 
complete "conception," Applicants' date of invention preceded that of the Intel group. 
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Accordingly, the activities of the Intel group cannot constitute prior art to the present patent 
application under 35 USC 102(g)(2). 

Alleged Prior Invention at Compaq Computer Corporation 

The alleged infringer also contended that the activities of a group at Compaq Computer 
Corporation constitutes prior art to the patents-in-suit under 35 USC 102(g)(2). Applicants 
vigorously denied this contention as well, and as mentioned above, the lawsuit has since been 
settled without a decision on its merits. In order to ensure that the record before the Patent Office 
is complete, Applicants now bring this contention as well to the attention of the Examiner. 

The Compaq activities pertained to a chipset (sometimes referred to herein as the 
"Compaq Tri-flex chipset") which the alleged infringer portrayed as having formed the basis for 
Compaq's U.S. patent Nos. 5,634,073 to Collins, 5,819,105 to Moriarty, and 5,938,739 to Collins 
(the "Compaq Patents"). These tliree patents have already been considered by the Examiner in 
the present case as 35 USC 102(e) art, and the Examiner has allowed the currently pending 
claims over these patents. See the Notice of Allowance mailed October 13, 2006. Applicants 
now bring the Compaq activities to the attention of the Examiner for consideration under 35 
USC 102(g)(2). 

Applicants asserted during the litigation that claims 1, 7, 8, 9, 21 and 26 of U.S. patent 
No. 5,710,906, the original parent of the present application, were embodied in the Compaq Tri- 
flex chipset as ultimately implemented. However, Applicants submit that the Compaq group's 
date of invention was no earlier than October 14, 1994, the earliest effective filing date claimed 
by any of the three Compaq Patents. Applicants further submit that the Compaq group did not 
even have a complete "conception" of the invention prior to that date. Applicants, on the other 
hand, can establish a date of invention well prior to October 14, 1994. Specifically, Applicants 
can establish a date of conception well prior to October 14, 1994, and diligent reduction to 
practice thereafter. 

4; * * * * 

It is requested that the information identified in this statement be considered by the 
Examiner and made of record in the above-identified application. This statement is not intended 
to represent that a search has been made or that the information cited in the statement is, or is 
considered to be, material to patentability as defined in 37 C.F.R. 1.56. 

Enclosed with this statement is a Form PTO-SB/08. The Examiner is requested to initial 
the form and return it to the undersigned in accordance with M.P.E.P. 609. 

This statement should be considered under 37 C.F.R. 1.97(b) because it is being filed 
before the mailing date of the first Office Action after the filing of a Request for Continued 
Examination under 37 C.F.R. 1.1 14. 
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Fee Authorization. The Commissioner is hereby authorized to charge underpayment of 
any additional fees or credit any overpayment associated with this communication to Deposit 
Account No. 50-0869 (OPTI 3 140-6). A copy of this authorization is enclosed. 

Respectfully submitted, 

HAYNES BEFFEL & WOLFELD LLP 



Date: 11 January 2007 By: /Warren S. Wolfeld/ 

Warren S. Wolfeld, Reg. No. 31,454 

HAYNES BEFFEL & WOLFELD LLP 
P.O. Box 366 

Half Moon Bay, CA 94019 
Telephone: (650)712-0340 
Facsimile: (650)712-0263 
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